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UNITED STATES COURT OF APPEALSFOR THE FEDERAL CIRCUIT
95-1266,-1302,-1314

STEVEN G. LOUGH,

Plaintiff-Appelleg,

V.

BRUNSWICK CORPORATION, d/b/a

MERCURY MARINE,

Defendant-Appel lant.

Ward E. Dahlgren and Richard R. Garland, Dickinson & Gibbons, P.A., of Sarasota, Florida, submitted a
petition for rehearing and suggestion for rehearing in banc for plaintiff-appelee. With him on the petition were
Arnold B. Sivermanand Kirk D. Houser Eckert Seamans Cherin & Mdlott, of Pittsburgh, Pennsylvania

George H. Solveson and Edward R. Williams, J., Andrus, Scedes, Starke & Sawall, of Milwaukee,
Wiscongn, submitted a response to plaintiff-gppelleg's petition for rehearing and suggestion for rehearing in
banc.

Appeded from: U.S. Didrict Court for the Middle Digtrict of Florida
Judge Nimmons, Jr.

95-1266,-1302,-1314

LOUGH V BRUNSWICK CORP

ORDER

A combined petition for rehearing and suggestion for rehearing in banc having been filed by the APPELLEE,
and a response thereto having been invited by the court and filed by the APPELLANT, and the petition for
rehearing having been referred to and acted upon by the pand that heard the appedl, and, theregfter, the
suggestion for rehearing in banc and response having been referred to the judges authorized to request a poll
whether to rehear the apped in banc, and a poll having been requested, taken, and failed, it is

ORDERED that the petition for rehearing be, and the same hereby is, DENIED, and it is further
ORDERED that the suggestion for rehearing in banc be, and the same hereby is, DECLINED.
Circuit Judge LOURIE concurs in a separate opinion.

Circuit Judge NEWMAN, with whom Circuit Judge RADER joins, dissents in a separate opinion.

Circuit Judge PLAGER, with whom Circuit Judge RADER joins,
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dissents in a separate opinion.

Circuit Judge MICHEL dissentsin a separate opinion.
Circuit Judge RADER dissents in a separate opinion.
The mandate of the court will issue on January 9, 1997.

FOR THE COURT,

Date Jan Horbay

CLERK

cc: George H. Solveson, Esg.

Arnold B. Silverman, Esg.

United States Court of Appealsfor the Federal Circuit
95-1266,-1302,-1314

STEVEN G. LOUGH,

Plantiff-Appelles,

V.

BRUNSWICK CORPORATION, d/b/a

MERCURY MARINE,

Defendant-Appel lant.

LOURIE, Circuit Judge, concurring in the Order declining the suggestion for rehearing in banc.

| concur in the decison of the court not to take this case in banc. There is nothing wrong with the pane’s
decisgon or its statements of law. The latter are not new.

The dissents from the decision not to take the case in banc argue that public use is aquestion of fact, not law,
and that the pand erred in falling to defer to the jury’ s decison on public use. They smilarly consder
experimental use to be a question of fact subject to deference to the jury. | disagree. However, in the context
of anegative voteto take acasein banc, | will not atempt to counterandyze dl the case law cited by the
dissents. Sufficeit to say that | do not agree with their interpretations. A few brief comments are nonetheless

appropriate.

We have for some time considered the question of public use under 35 U.S.C. 8§ 102(b) to be a question of
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law. Moreover, whether or not al the cases explicitly Sate that it is aquestion of law, they mostly treet the
issue as one of law, notwithstanding occasona [oose language in some opinions, including some from courts
to which we are not subordinate. The reason it isaquestion of law isthat it is a Satutory term that requires
the exercise of judgment, taking into account a variety of factsin light of the policies behind the statute. Public
useisnot amatter of amply determining whether, e.g., aparticular event occurred more than one year from
the filing date of an application, a matter capable of precise determination. It encompasses underlying facts
such as whether the action in question was undertaken for commercid purposes, whether members of the
public viewed the invention without any bond of confidentidity to the inventor, whether the nature of the
invention was discernible by observation, whether any precautions were taken to exclude outsders, etc.
These facts, determinable by afact-finder and of course subject to deference, must be weighed in making a
judgment whether they amount to the type of action that the statute was intended by Congress to prohibit.
Frequent references in the case law to issues of fact reate to these underlying facts rather than establishing
that the Statutory question of public useis one of fact.

Experimental useisnot of course aterm of the Satute. It is, however, judge-made and accordingly
gppropriately decided by ajudge without deference to ajury. It is often called an exception to a public use
bar, but it is best characterized as a negation of apublic use. It is also based on avariety of subordinate facts,
once again determinable by ajury and subject to appropriate deference. Being a negation of public use and
hence on the same conceptua leve as public use, and based on the totdity of subordinate facts and on policy
congderations, it is aso properly aquestion of law. The cases have treated it as such, if not explicitly stating
as much. The subordinate fact questions include the purpose of the alleged experiment, whether supervison
and contral of the so-called experiments was maintained by the inventor or someone acting on the inventor’s
behaf, whether records were kept, and whether the experimenter, if not the inventor, was obligated to and
did report to the inventor the results of the experiments. Whether a reduction to practice had dready
occurred is also afactor, perhaps a conclusive one, because that which has been shown to work for its
intended purpose (the test for a reduction to practice) arguably isn't entitled to be caled experimentation
sufficient to negate what would otherwise be a public use. In this case, the indicia of supervision and control
were S0 lacking that, as a matter of law, there could be no proper holding of an experimenta use. And dl of
Lough’s purported experiments occurred after the date on which he conceded that he reduced his invention
to practice.

The principal Supreme Court case on public and experimenta useis City of Elizabeth v. American Nicholson
Pavement Co., 97 U.S. 126 (1877). In that case the Court discussed a variety of consderations (underlying
facts) it congdered rdevant to the question. It stated numerous times that the question was whether they dl
added up to an experimental use rather than a public use within the meaning of the Satute or within the
meaning of the law. Clearly, it considered the ultimate question to be one of law. Earlier, the Court in
Pennock v. Didogue, 27 U.S. 1, 15 (1829), while noting questions of fact, stated: “But when dl the facts are
given, there does not seem any reason why the court may not state the legal conclusion deducible from them.”

With respect to both public use and experimenta use, courts have been accustomed to referring to thelr
determinations asinvolving “the totaity of circumstances,” a phrase that some have objected to as being
indefinite. What this phrase conveys is Smply the process by which judges decide legal issues based on
various facts that have been determined, utilizing the tools that judges dways use, viz., the language of the
satute, the purposes of the atute as indicated by legidative history, etc. Cases depend on facts, but they
involve legd judgments.
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The fact that members of the public may not know for certain what ajudge or panel of judges may decide on
aparticular matter is hardly acriticiam of the system of assigning fact-law labels to issues for decison. Juries
are a least as difficult to predict asjudges or panels of judges. Prediction isaskill that lawyers are supposed
to possess, to be able to estimate, based on case law, the policies of the law, and the factsin a given case,
whether those facts come within the requirements of the law. | suspect that the multiplicity of cases thet arise
on these issuesis not due to uncertain standards, but to the fact that in a competitive economy parties press
thelr podtions until a high court tells them they have findly log. It is due a least as much to the
unpredictability of juries asto uncertain legal standards applied by judges.

United States Court of Appealsfor the Federal Circuit
95-1266, -1302, -1314

STEVEN G. LOUGH,

Plantiff-Appelles,

V.

BRUNSWICK CORPORATION, d/lb/aMERCURY MARINE,
Defendant-Appellant.

NEWMAN, Circuit Judge, with whom Circuit Judge RADER joins, dissenting from the Order declining the
suggestion for rehearing en banc.

In converting the factua question of experimenta purpose into a matter of law, our court has cut another
notch in the remova of patent issues from the trier of fact. The appdlaetrid reationship is distorted in the
pand's trestment of the factual question of whether this use of Mr. Lough's engine sed assembly was
primarily experimenta and therefore not a"public use” in terms of 8102(b). The pand's treatment is squardly
in conflict with precedent. Thus | must dissent, respectfully, from the court's decision not to consider thisissue
en banc.

The Appellate/Trial Relationship

Asdiscussed by my colleaguesin dissent, the issue of experimenta useis a question of fact, not aruling of
law. Thetrid processis the mechanism, in our system of judtice, for finding facts, determining credibility,
weighing the evidence, ba ancing the circumstances, and ascertaining the truth. The trier of fact, applying the
rules of statute and the experience of precedent to the facts of the particular case, must exercise judgment in
light of the probative vaue of the evidence, informed by the complex of societd and policy consderations
that are the foundation of our system of law. Thetrid court is not amere compiler of data; it isatribund of
justice.

Therole of the appellate court isto correct errors at trid that prejudiced the outcome, not to make de novo
fact-based rulings as if there had been no decision at trial. When the law has been correctly stated and the
evidence has been weighed to plausble effect, such that the conclusion is not clearly erroneous (upon bench
trid) or is not without substantia supporting evidence (upon jury trid), the gppelate court must give
appropriate deference to the judgment of the trier of fact. The Federd Rules and judicid tradition require this
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appdlate role. See Anderson v. City of Bessemer City, 470 U.S. 564, 573-74 (1985) ("If the district court's
account of the evidenceis plausblein light of the record viewed in its entirety, the court of appeals may not
reverse it even though convinced that had it been Stting as the trier of fact, it would have weighed the
evidence differently.”); Fed. R. Civ. P. 52(a).

Thetrid courts are not divested of their primary role in resolving disputes, whenever gopellate review is
sought. Theissue raised by this en banc petition is not whether we, as the appdllate court, have authority to
review the law, the facts, and the application of the law to the facts of this case. Of course we do. Theissue
is whether we have authority to reweigh and reevauate and rebaance the evidence, with no deference to the
procedures and judgment &t trid. That is an improper gppellate role. In the resolution of disputesthetrid is
the "main event,” not a"tryout on the road,” in the words of Wainwright v. Sykes, 433 U.S. 72, 90 (1977).

Whether the ingtdlation of Mr. Lough's Sx handmade sed assemblies was primarily for experimenta
purpose, upon the entirety of the circumstances, was found by the trier of fact. Review of that finding is not
de novo, as the pand mgority holds. This court's arrogation of authority to decide this question de novo
diminishesthetrid process and eevates the gppellate role. As a commentator has explained:

The classfication of ultimate facts as questions of law amounts to a manipulation of the law-fact doctrine to
take questions from the jury or to subject the trid level's resolution of questions to free appelate review.

Martin B. Louis, Allocating Adjudicative Decison Making Authority Between the Trid and Appdlate Levels.
A Unified View of the Scope of Review, the Judge/Jury Question, and Procedura Discretion, 64 N.C. L.
Rev. 993, 1028 (1986). Whether experimentd useis viewed as an higtorical fact or an ultimate fact, it is not
amatter of law. Itsremova from the jury was an improper "manipulation of the law- fact doctrine.”

Public Use and Experimental Use

The patent statute provides that an inventor is barred from the patent sysem if the invention has been in
public use for more than a year before gpplying for the patent:

35 U.S.C. 8102 Conditionsfor patentability; novelty and loss of right to patent
A person shdl be entitled to a patent unless—

(b) theinventionwas. . . in public use or on sde in this country, more than one year prior to the date of the
gpplication for patent in the United States, or . . . .

This provison has been in the patent statute snce 1839, varying only in whether the period during which the
bar accrued was one or two years.

The dtatute states the law. The boundary between law and fact was explained in smple terms by Professor
Morris. the law isthe generd principle, Sated in advance, while the fact is a case-specific inquiry based on
evidence. Clarence Morris, Law and Fact, 55 Harv. L. Rev. 1303, 1304 (1942). Thisusageisillustrated in
City of Elizabeth v. Pavement Co., 97 U.S. 126 (1877), wherein the Supreme Court discussed the
relationship between experimentation and public use, stated certain additiona principles of law, and discussed
their gpplication in that case. Thus, the Court stated that:

The use of an invention by the inventor himsdlf, or of any other person under his direction, by way of
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experiment, and in order to bring the invention to perfection, has never been regarded as such a[public] use.

97 U.S. a 134. Thisisaprinciple of law, of generd gpplicability. The Court dso sated agenerdly
goplicable principle of procedurd law, asfollows:

To determine this question, it is necessary to examine the circumstances under which this pavement was put
down, and the object and purpose that Nicholson had in view.

97 U.S. a 133. The"law" is these satements of principles. Applying these principlesto the factsin City of
Elizabeth the Court found, on examining the circumstances, that the inventor Nicholson's purpose was
primarily experimenta. That finding was not amatter of law, but a case-specific finding upon weighing and
baancing and evauating dl of the circumstances.

Both before and after City of Elizabeth numerous cases have involved questions of experimenta and public
use. The rdlevant criteria have been summarized in severd opinions of this court. E.g., Baker Oil Toals, Inc.
v. Geo Vann, Inc., 828 F.2d 1558, 1564, 4 USPQ2d 1210, 1214 (Fed. Cir. 1987); TP Laboratories, Inc.
v. Professond Posgitioners, Inc., 724 F.2d 965, 971, 220 USPQ 577, 582 (Fed. Cir.), cert. denied, 469
U.S. 826 (1984). These criteriainclude the necessity for the testing or evaluation, the extent of the use and by
whom, the degree of openness to the public during evauation, whether the inventor monitored the use and
kept alaboratory notebook or other experimenta records, whether there was payment for the use, and
whether there was a confidentidity agreement. The ultimate question is whether the primary purpose of the
activity was experimenta. See Allied Coalloids, Inc. v. American Cyanamid Co., 64 F.3d 1570, 1576, 1577,
35 USPQ2d 1840, 1844 (Fed. Cir. 1995) ("The dispostive consderation is whether the inventor was in fact
teding the invention.”); TP Laboratories, 724 F.2d at 972, 220 USPQ at 582 ("[I]f auseis experimental,
even though not secret, “public use is negated.”)

Thetrier of fact must weigh and baance dl of the evidence in order to find the primary purpose of the
activity. Although scholars of trid/gppellate relationships have drawn degant distinctions in defining fact and
law, this determination of experimenta purpose is surdly not amatter of law. In Armour & Co. v. Wilson &
Co., 274 F.2d 143, 155, 124 USPQ 115, 124-25 (7th Cir. 1960) the court stated:

We have come to speek of questions of “facts,' “primary facts,' “subsidiary facts,' “evidentiary facts,' “ultimate
facts' "physical facts,' "documentary facts,' “oral evidence,' “inferences,’ “reasonable inferences," “findings of
fact, “conclusions,' “conclusions of law,' "questions of fact,' “questions of law,' "mixed questions of law and
fact,' “correct criteria of law," and so on a infinitum. The Smple answer istha we are dl too frequently
dedling in semantics, and our choice of words does not aways reflect the magic we would prefer to ascribe
to them.

Indeed, let us not be mided by semantics. The "magic” of de novo gppellate determination of experimenta
use sarves not to reflect a nuanced definition of law and fact, but to affect tria/gppellate authority and, in the
case a bar, therole of thejury.

The Case of Lough v. Brunswick Corporation

Mr. Lough, aworkman at a Florida marina, observed that a commercia marine engine had a deficient upper
sed assembly. He designed an improved sedl assembly, worked it on his grandfather's lathe, and ingdled it in
his own boat. He made five additiona prototypes and persuaded five other persons, al persond
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acquaintances in the boating community, to ingal these handmade assemblies. Mr. Lough testified thet he
needed to know whether his sedl assembly would hold up during a practical period of marine use, and that he
sought more extendve and varied use than in his own boat:

Will, Jack Wherry's boat constantly sat in the water. My boat, | take - - it wason atraler. . . .

And | explained to Jack what | want to do, | wanted to put ased in hisboat for testing purposes to seeif it
would last, because his boat sat in the water dl the time. And when it comes back to the maring, then | could
look at it and | could test -- | could, you know, make sure everything in it was just fine.

App. at A000230.

Mr. Lough testified that he wanted to be sure that his sedl would last for at least ayear, the typica warranty
period for boats:

| figured if they lasted a year and got them through the warranty period -- the Mercruiser sed wouldn't even
get them hardly through the warranty period on alot of boats.

o, | figured if thisthing here that | made lasted them at least ayear, aboat dedership could put thesein
there and at leadt tdll the man he's going to fix his boat, you know, and it's going to last for at least ayear.

App. a A000229.

Mr. Lough tetified about the free provison of the handmade sedl after he persuaded hisfriendsto try it out,
App. a A000228-29 ("Q: Did you receive any money or anything for any of thesefive seds? A: No, | did
not."), and his eventud conclusion that his sedl worked sufficiently better, with repect to the life of the then-
used marine engine sedls, as to have commercid potential. He testified about when he reached this
conclusion, and about his decision to enter into the patent system:

Q: All right. What prompted you to patent this sed?

A: | guessdl the friends a the marina; everybody told me that, you know, you got a good thing there, and
why don't you takeit to a patent attorney and have him patent the thing for you so. . .

Q: All right. Did you take it to a patent attorney?
A: | did.
App. at A000229-30.

Witnesses at the trid included some of the persons who offered their boats for the evaluation. Thomas Nickla
testified about his understanding that this sedl assembly was anew cregtion of Mr. Lough, App. at A000543
("Q: Did there come atime when Mr. Lough told you that he had a new -- he had made anew sed to

correct this problem? A: Yeah, therewas"), and that he agreed to itsingdlation in his boat in view of the
known deficiency in existing sedls.

Q: Did you or he, or the two of you, put ased in your boat?
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A: Right. Both of usdid one day.
Q: And you're talking about now the 23 foot Wellcraft?
A: Right.

Q: All right, sir. What did you understand the purpose of putting that sedl in your boat to be? Why did you al
doit?

A: Thereason | first understood wasto fix the problem that MerCruiser had with that sed was -- the
auminum was 0 corroded thet the sed wouldn't stay in the housing.

Q: And why did Steve give you a sedl to put in your boat?
A: Jugt to try it out.

App. a A000543. Other witnesses testified smilarly that there was no payment for the sed, and that they
knew it was a handmade prototype whose performance was being evauated. Mr. Lough testified that after
his patent application was filed he started a business to make the sedls.

All of this evidence occupied many days of trid, with examination and cross- examination of the witnesses.
The jury was correctly ingtructed to consder dl of the circumstances and to determine whether the primary
purpose of the use of the sedl in this period was experimentd, in which event, the jury was ingtructed, the use
was not a public use under the law. The jury found, by specia verdict, that none of "the sedl assemblies
digtributed by Mr. Lough were in public use more than one year before the filing of his patent gpplication.”

The pand mgority, redetermining the issue de novo, explains the factors thet it found persuasive in deciding
that the use was not primarily experimentd: that one of the boats was sold without retrieving the sedl, that Mr.
Lough did not keep written records, that he did not ingpect the sedl assemblies, and that he did not "maintain
any supervison' over the seds during the testing. | am not in a pogtion to evaduate and weigh these findings,
some of which gppear to be directly contrary to unchalenged testimony. Those who were present at the tria
were surely better positioned to sort out the truth, weigh the evidence, and balance dl of the circumstances.

The pand mgority, in reaching a different balance than did the trier of fact, must have disbdieved the
testimony that the purpose wasto "try out" the sed assembly, and must have disbelieved the testimony
describing the disassembly and ingpection of the sedls, for the mgority explicitly finds that Mr. Lough "fail[ed]
to monitor the use of his prototypes,” 86 F.3d at 1122, 39 USPQ2d at 1106, and that he received no
comments concerning their operability. 1d. at 1116, 39 USPQ2d at 1102. Mr. Lough testified that he took
pictures of the sed assembly in the boat of a customer of the marina where he worked, to show that the
assembly was working properly:

| was trying to show that there was no -- they still had the red grease on the bell crank after about probably
gx to eight months of testing. And when we pulled the drive off, there dill wasn't any water iniit . . . .

James Y ow, owner of the marinawhere Mr. Lough worked, testified about observations of the performance
of Mr. Lough's sedl in atow boat at the marina

Q: How long was the sedl in this particular boat?
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A: Approximatey four years.
Q: Did you ever have any problems with the sed?

A: No, sr. We pulled the boat out of the water about every three to Six months, pulled the drive, greased the
U-joints and stuff like that, and checked the sedl and there was no weter in the cavity.

It is hard to square this evidence with the pand mgority's statements that Mr. Lough did not monitor the
performance. The proper appellate andysisis not how a pand of this court would have believed the
witnesses and weighed the evidence, but whether the evidence and credibility determinations that the trier of
fact deemed probative of experimenta purpose were supported by substantial evidence and within the scope
of areasonable jury verdict.

The need to exercise wisdom or judgment in consdering the totality of the circumstances does not convert
fact into law and remove the issue from the trier of fact. To the contrary, the exercise of wisdom and
judgment when weighing and balancing the evidence isthe role of thetrier of fact. See Best v. Didtrict of
Columhbia, 291 U.S. 411, 415 (1934) ("Where uncertainty arises either from a conflict of testimony or
because, the facts being undisputed, fair- minded men may honestly draw different conclusions from them, the
question is not one of law but of fact to be settled by the jury.") While the gppellate court has full authority to
correct jury verdicts that are not supported by substantial evidence, such correction does not permit ignoring
thetrid process. When the jury verdict is sustainable on the evidence, the gppellate role is fulfilled.

Why Does It Matter?

If the Federa Circuit wants to make de novo determinations of factua matters, isn't thisa good thing? Won't
it add consistency to patent decisons by removing harried trid judges and sympathetic juries from another
area of patent litigation? Isit not aforce for stahility if the Federd Circuit will decide dl fact-driven questions
de novo?

Indeed, when there are fewer decison-makers, consstency is more likely. However, the appellate court is
not structured to find facts without recourse to the procedures of tria. On issues that require weighing and
balancing severd confluent fact-laden circumstances, how can we presume to reach amore just result than
those who were present for days or weeks of testimony, with demondtrations, exhibits, cross-examination,
and argument? The procedures of tria and the deference owed to the judgment grounded in these
procedures are the fabric of our system of justice and the tria/appellate relationship.

Although appdlate courts have on occasion departed from deferentia review of findings of fact, such
departures are rare and invoke important policy issues, asin questions of conditutiond fact, eg., Bose Corp.
v. Consumers Union of United States, Inc., 466 U.S. 485 (1984) (the issue of product disparagement
required interpretation of the Firss Amendment) and most recently in the policy considerations surrounding
patent claim congtruction, established in Markman v. Westview Ingruments, Inc., 116 S. Ct. 1384, 1396, 38
USPQ2d 1461, 1470 (1996) ("[W]e see theimportance of uniformity in the trestment of a given patent as an
independent reason to dlocate dl issues of congtruction to the court.”)

However, | doubt that the finding of experimenta purpose in particular factud circumstances raises
aufficiently grand portents to warrant further disruption of the trid/gppellate relationship. Even if the remova
of patent issues from the mainstiream processes in which tradition (and wisdom) have placed them isthe
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direction of the future, this piecemed attrition of district court authority is pernicious. As Professor Louis
remarked, supraat 1018, appellate action to treat fact as law "amounts to adirect judicia assault on the
prerogatives of fact finders" If the mgority of this court believes that the specid niche of de novo review is
nonetheless the correct place for the factual question of experimental use, then the court should speak with
one voice S0 that trid courts and parties will know how to try and apped theissue. Thus | must, respectfully,
dissent from the court's refusal to take this issue en banc in order to establish a position on experimental use
by which we will dl be bound.

United States Court of Appealsfor the Federal Circuit
95-1266, -1302, -1314

STEVEN G. LOUGH,

Plaintiff-Appelleg,

V.

BRUNSWICK CORPORATION, d/b/a

MERCURY MARINE,

Defendant-Appellant.

PLAGER, Circuit Judge, with whom RADER, Circuit Judge joins, dissenting from the Order declining the
suggestion for rehearing in banc.

In my dissent to the original pandl opinion, | stated my view as to why the case was wrongly decided. | write
now to state my reasons why, under the standards governing in banc review by this court, see Federal
Circuit Rule 35(a), | would take this case in banc as appellee has suggested and clarify the legd standard by
which we review cases such asthis. In the course of doing so, we would aso correct a gross miscarriage of
judtice.

An inventor is free to dedicate hisinvention to the public, in which case the Patent Act denies him the right
subsequently to obtain a patent. There are severd things an inventor may do that will have thet effect; these
are Jpdled out in section 102 of the Act. Included isto have “theinvention . . . in publicuse. . . inthis
country, more than one year prior to the date of application for patent.” 35 U.S.C. § 102(b) (1994).

The statute does not describe the circumstances under which an invention isto be consdered “in public use.”
Presumably the distinction is between a public and a private use. Courts recognize that private use, drictly
defined, is not dways possible because a certain amount of testing might be needed in order to perfect the
invention, and such testing might have to be donein a setting which, in adtrict sense, was public, thet is, open
to the public, or involving persons other than the inventor. The classic caseis City of Elizabeth v. American
Nicholson Pavement Co., 97 U.S. 126 (1877), in which the Supreme Court found a new type of pavement
meateria used on apublic road for Sx years not to be “in public use’ because the inventor’s purpose was to
test the materia under actual use conditions.

City of Elizabeth and cases like it establish that when an accused infringer defends by claming patent
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invalidity based on a 8102(b) public use bar, the patentee may counter with what has become known as the
“experimental use’ counter-defense.

If the use of the invention is experimentd, then the fact that the use resulted in public exposure does not
invalidate the patent even if the exposure occurred more than one year before application for patent was
made.

Whether an inventor intended to dedicate hisinvention to the public, or whether he was smply experimenting
in order to perfect the invention before seeking his patent, is a question the answer to which is entirely fact
driven. It involves intent, purpose, behavior, relaionships actua and perceived, timing, the nature of the
invention and its stage of development, the environment in which the testing was done, the experience and
training of the inventor, and perhaps even the extent and sophidtication of advice readily available to the
inventor as the invention matures.

When presented after-the-fact to afact finder, the reconstruction of these historica eventsisthetypica
fodder of atrid, whether it be ajury trid or abench trid. The subjective nature of the reconstruction process
givesriseto notions like the virtud unreviewability of the fact finder’ s credibility determinations regarding the
witnesses who testify, and the deference given to the factud findings and conclusions reached by the fact
finder. If the fact finder isajury, on apped we ask whether a reasonable jury, on the evidence before it,
could have arrived a the concluson it did. If the matter istried to ajudge in a bench trid, we ask not whether
asjudges we dl agree, but whether the trid judge s findings and conclusions were clearly erroneous.

It is sometimes suggested that thereis alegdly-sgnificant difference between what are cdled “underlying
facts,” on the one hand, and other facts, including factua inferences and fact-based conclusions that
presumably follow from the “underlying facts” If afact fdlsin thefirg category, it issad, the fact findings are
entitled to deference on gpped; if not, the fact findings get no such deference. This artificid bifurcation when
deding with what isa singular, fact- intengve, issueis | bdieve migplaced and misunderstood. The question of
whether an inventor’s activities placed the invention “in public use” cannot be separated from the factua
underpinnings on which the answer stands. The factud conclusion —was he experimenting or was he
intending to dedicate his invention to the public — does not derive from some independent basis of judgment
or knowledge, but smply from the tota experience presented to the fact finder by the evidencein any given
case.

Thus the concept of “totdity of the circumstances’ makes sense as a description of what fact finders wrestle
with, and out of which emerges the “truth” of what happened and why. However, when invoked as an
gppellate sandard of review, “totdity of the circumstances’ becomes smply athin veil behind which
appdlate judges subgtitute their view of the factsfor that of the fact finder. As such it has the propensity to be
arbitrary, capricious, and an invitation to sandardless decison making, the sort of thing that gppellate courts
are supposed to correct, not employ.

| fully support the rationde and result in Markman v. Westview Instruments, Inc., 52 F.3d 967, 34 USPQ2d
1321 (Fed. Cir. 1995) (in banc), af'd, 116 S. Ct. 1384 (1996), in which, in the interest of an efficient and
far judicid sysem, we made a careful distinction between the role of judge and jury in the decisond process.
However, our decision that the process of claim construction does not raise any factua issues appropriate for
jury participation does not necessarily mean that other issues in patent law should be smilarly treated. It
depends on the nature of theissue. What is needed is functiona analysis rather than a priori labeing as“legd
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issug’ or “factud issue”

When the issue is recongtruction of historica events, the jury has long been deemed an gppropriate fact
finder. That the “public use” sandard is found in Satute is of no moment; it is not the source of the sandard
but its content that matters. Whether a useis experimentd, and thus not a public use under the datute, is
unlike the question of the meaning of a patent dlam. In dlaim congtruction, certain “facts’ may be rdevant —
what might one skilled in the art have thought the claim language meant, and what precisaly was the prior art
agang which this invention was played — but the ultimate judgment of the meaning of the dam derives from
the skill and specidized knowledge of persons trained to make those judgments. The announced conclusion
reached incorporates learning and, not infrequently, technologica grasp and policy sengtivity, which are aided
by distance from the immediacy of the trid stage.

In the issue before us, whether Mr. Lough's exposing of hisinvention to others was for the purpose of
experimenting to perfect it or not, and thus in public use or not, the jury under proper indructions decided the
fact-intendve question in his favor; the trid judge who was present during the proceedings gpproved what the
jury did; and on gpped the record contains more than enough evidence by which we can conclude that a
reasonable jury could have arrived at the conclusion this one did. For me, that is the end of the case.

Mr. Lough was not engaged in market testing or other commercid activity that, though perhaps faling short
of the rdated on-sde bar, might be cause for concern. Nor did the panel offer a new, specific test for
experimenta use, such as requiring written confidentiality agreements, detailed reports contained in lab notes,
or some other such requirement that Mr. Lough is deemed to have violated. 1 Absent that, the decision by
the panel mgority to deny the jury any deference and thus arrogete to itself the fact finding has not only
caused a gross miscarriage of justice to Mr. Lough, but profoundly contributes to the confusion and
misunderstanding that had dready begun to emerge around this question of what is, and who decides,
experimental use.

As attested to by the severd accompanying opinions adso dissenting from the denia of in banc action, this
court bears some responsbility for the Sate of affairs reflected by the decison in this case. | would take the
case in banc for the purpose of clearly and unequivocally stating the rule that accords the fact finder proper
deference when the issue is whether the experimenta use counter-defense has been successfully established
asafact inface of aninvdidity attack based on an dleged public use under section 102. Even under such a
deferentid standard, this court can effectively police the behavior of fact finders to ensure that the gppropriate
criteria, such asthey are or may become, are properly applied. The outcomes in these cases may vary, but
that ordinarily will be a naturd consequence of the different factsin different cases, and should not be a
matter of concern. Evenif it were, other than in the exceptiona caseit is not a concern that an appellate court
is equipped to address effectively. Our job is to provide uniformity of rule and process, not to impose our
view of the facts on the condtituted fact finder under the mistaken notion that an gppellate court routinely can
provide on a cold record some better understanding of what actudly occurred.

United States Court of Appealsfor the Federal Circuit
95-1266,-1302,-1314
STEVEN G. LOUGH,

Haintiff-Appelles,
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V.
BRUNSWICK CORPORATION, d/b/a

MERCURY MARINE,

Defendant-Appel lant.

MICHEL, Circuit Judge, dissenting from the Order declining the suggestion for rehearing in banc.

| would grant the suggestion for rehearing in banc for three reasons not fully explicated in any of the separate
opinions of my colleagues. (1) our case law regarding the gpplication of the public use bar istoo vague, and
outcomes are too unpredictable, (2) dispute accordingly arises regarding whether public use and the
reciproca issue of experimenta use are questions of fact or of law, and (3) dispute likewise arises regarding
the proper standard of review by both the trial judge after ajury verdict and by this court. Unlike most of the
other dissenting judges, however, | do not agree that public use should be reclassified as an issue of fact.
Therefore, | write separately to explain that | would take the case in banc to reaffirm our classfication of
public use as ultimatdy an issue of law and dso to identify certain indicia of *control,” eq., record keeping,
Secrecy agreements, testing protocols, supervision of testing, reports to the inventor or restricted access to
others, proof of which should be required before any potentidly barring use in public can, on grounds of
experimentation, avoid the public use bar. Our declaring such a requirement in banc would make the potentia
for invalidation of particular patents more predictable.

Certain of our cases describe the public use bar as turning on the "totdity of the circumstances.” E.g.,
Manville Sales Corp. v. Paramount Sys., Inc., 917 F.2d 544, 549, 16 USPQ2d 1587, 1591 (Fed. Cir.
1990). So labding the test may suggest that al relevant circumstances are merdly factors to be weighed and
that no fact can definitively determine whether a patent isinvalid because of public use of the invention. Thus,
lawyers and business people can only guess about the invalidity of a particular patent until apanel of our court
has ruled. However, to say that many factors may be relevant is not to say that none can ever be controlling.
For example, | believe existing case law, when properly read, suggests that control is such arequirement, i.e.,
ause cannot be experimentd if the inventor failed to maintain sufficient control over the invention and its
testing. Indeed, that is what the pand seemsto hold. See Lough v. Brunswick Corp., 86 F.3d 1113, 1121
(Fed. Cir. 1996) (“Thus, Lough did not maintain any supervision and control over the sedls during the dleged
testing.”). Requiring indicia of control guarantees both that the inventor was actudly experimenting in an
attempt to acquire information about whether the invention would work for itsintended purpose and that the
invention has been reasonably protected from disclosure to the relevant public so that competitors could not
reasonably conclude it has been dedicated to the public. Absent such control, there can be no redlistic
conclusion that the inventor was truly experimenting or that the competitors and the public were not midead.
Unfortunately, control as a prerequisite to experimentation may not seem absolutely required by the pandl
opinion and, in any event, the pane opinion lacks the full weight of an in banc court behind it. Therefore, |
would rehear the gpped in banc.

While requiring control would improve predictability, redesignating public use as an issue of fact would not.
My dissenting colleagues who favor so reclassifying the issue would increase unpredictability by granting
greater deference to jury verdictsinvolving aconclusion of public use. Different juries could render different
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verdicts on the public use bar in the face of smilar facts, and what a given jury would decide on particular
facts could not be foretold. Consequently, reclassification would aso encourage more litigation. Patent
invaidity on public use grounds could not be determined on examination of known facts by mere lawyers, no
matter how skillful, but would require the full time and expense of ajury trid, followed by pog-trid motions
and gpped, whenever the patentee seeks to assart hisright to exclude others, such as through warning letters
or licensang negotiaions. Although de novo judicid redetermingtion of invdidity may be a burdensome and
exacting task, | think it is better for the trid bench and our court to perform this task than to leave undisturbed
an array of unpredictable and incongstent jury verdicts.

Moreover, reclassfying the public use issue as one of fact might create confusion throughout our invaidity
juriorudence. If we o reclassify public use, would we not, in order to be jurisprudentialy consistent,
likewise reclassfy other legd invdidity grounds that we have said comprise both legd and factua issues, such
as obviousness?

In any event, | consder reclassfying the public use bar as an issue of fact to have been foreclosed by the
Supreme Court's decison long ago in City of Elizabeth v. American Nicholson Pavement Co., 97 U.S. 126
(1877). There, the Court digtinguished between "use in public,” judicidly reviewable asfact, id. at 134 (“That
the use of the pavement in question was public in one sense cannot be disputed.”), and "public use" the
statutory standard, reviewable aslaw, Id. a 136 (“ The public had the incidenta use of the pavement, it is
true; but was the invention in public use, within the meaning of the gatute?’) (emphasis added). Our court
gnce itsinception has drawn the same distinction. While, if we conclude the issue is not foreclosed by City of
Elizabeth, we are free to reverse our view, in astare deciss system acourt in banc should only upset long
seitled law in the face of acompelling change of circumstances. None is presented here,

If our classification of public use as a question of law with underlying factua issuesisto operate more
successfully, as | believe it can, the court in banc must articulate how we and trid judges are to review jury
verdicts on this and, by implication, other lega grounds of invaidity. To say only that such grounds of
invaidity are lega condusions based on underlying factsis not to enlighten. Nor isit sufficient to say of the
"underlying facts' that those that are historical warrant deferentia review. Another important category of facts
might be termed “legd facts” An example of such alegd fact isthe question of control when consdering
asserted experimenta use. | believe that on legd issues of invdidity, these "legd facts" too, deserve
deferentid review by judges. Indeed, in my view, only the ultimate legd concluson of invaidity ever warrants
free review by thetrid judge following jury verdicts and by us on gpped. Accordingly, | believe judges at
both levels, aswdl as patent lawyers and business people who could then make better predictions about
patent vaidity, would al benefit if we were clearer about how judges are to decide these issues.

| believe the mogt difficult chalenge is to distinguish between those cases in which the facts regarding public
use, as duly found, could only support one result, and those in which the facts as duly found could support
ether reault. In the latter class of cases, judges must redecide the issue based on the underlying facts as
properly found by the jury, whilein the former, | believe judges must leave undisturbed the jury’'s resolution of
the ultimate issue as wdl as the underlying facts, so long as the underlying facts are supported by substantia
evidence. Such astandard of review, athough variable and hence complex, would not risk encroachment on
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the fact-finding, evidence-weighing function of the jury. Rather, it would guarantee deferenceto thejury’s
verdict in those cases where such deference is due, i.e., where the facts dictate the result, while il dlowing
gopropriate judicia redetermination in circumstances that meit it, i.e., where the facts as found do not dictate
the result. Although evauating the jury’ s fact-finding is often difficult in the face of agenerd verdict, thejury’s
proper role can be further protected by encouraging the use of specid verdict forms or written
interrogatories, see Fed. R. Civ. P. 49, thusleaving little doubt as to the jury’ sfindings. | had hoped that in
this appea our court in banc might have settled these questions regarding judicid review of jury verdictson
the public use bar, if not lega invadidity issues genericdly. That occasion isnot to arise in the present apped. |
hope our court will soon be presented with such occasion in another appedl. Everyone affected by the patent
system standsto gain.

United States Court of Appedls for the Federd Circuit
95-1266,-1302,-1314

STEVEN G. LOUGH,

Plantiff-Appelles,

V.

BRUNSWICK CORPORATION, d/b/a
MERCURY MARINE,

Defendant-Appel lant.

Rader, Circuit Judge, dissenting from Order declining the suggestion for rehearing in banc.

In Lough v. Brunswick Corp., 86 F.3d 1113, 39 USPQ2d 1100 (Fed. Cir. 1996), a split panel of this court
pronounced public use under 35 U.S.C. § 102(b) a question of law. Id. a 1120. Under this standard of
review -- a departure from Supreme Court and Federd Circuit law -- the Lough court gave no deference to
thetrid jury’ sfindings. Because | bdieve the Lough court lacks authority for this departure and complicates a
quagmire of dready confusing law on statutory bars, | must respectfully dissent from this court’s decison to
decline in banc rehearing.

No subject matter within the jurisdiction of this court of appeds prompts more outright scholarly criticism
than this court’ s review of section 102(b) bars. Moreover, if this court presumes to extend plenary appdllate
review to the vague totdity of circumstances te, this single sentence in title 35 can only produce more
conflicting judgments. The unrestricted review of awide-ranging “totdity of circumstances’ cregtes ample
latitude for inconsgstency. By inexplicably designating both public use and experimenta use as questions of
law, Lough threatens to multiply the chaos. Until the Federd Circuit restores the emphasis on factud inquiry
st forth in the Supreme Court’s standard of review, certainty and predictability -- not to mention unwary
inventors -- will be the victims.

Steven G. Lough isthe most recent victim of the uncertainties of public use law. He won a unanimous jury
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verdict after an exhaudtive seventeen-day trid. After alengthy consderation of evidence, the jury decided
that Lough did not publicly use hisinvention. Moreover, the trid judge who presided over the trid sustained
thejury’ sverdict.

Lough invented an upper seal assembly to solve a corrosion problem in inboard/outboard motor boats -- a
solution that had escaped Brunswick for many years. After sometrid and error with his grandfather's meta
lathe, Lough made six usable prototypes in the spring of 1986. He ingtalled one prototype in his own boat.
He placed a second prototype with afriend who ingtaled it in his boat. He dso ingtdled prototypes in the
tow boat at the marinawhere he worked and in the boat of a marina customer -- both of which Lough
regularly maintained. He gave the remaining prototypes to a friend who was employed a another marinain
Sarasota, Florida. At no point did Lough charge for these prototypes or try to profit from hisinvention.
Instead, Lough testified of hisintent to perfect hisinvention through experimentation. He rdied on his close
relationship and association with the owners of the experimenta boats to maintain the confidentidity of his
invention and to monitor the performance of his prototypes.

On June 6, 1988, Lough filed a patent application entitled "Liquid Sedl for Marine Stern Drive Gear Shift
Shafts," which issued as U.S. Patent No. 4,848,775 on July 18, 1989. Lough sued Brunswick on June 12,
1993, for infringement of the 775 patent. The jury found no public use before the critical date of June 6,
1987.

On agpped to this court, Brunswick argued that Lough's prototypes were not experimental, but public uses.
Lough relied on hisevidence a trid that he had experimented with the prototypes to complete hisinvention.
He stressed hisrefusal to seek any commercia gain from the prototypes. In fact, he did not place the sedl
assamblies on sale until after hefiled his patent gpplication. He aso referred to his selection of afew friends
and persond acquaintances to check the performance of the invention under different conditions.

This court, however, reversed the decision of the jury and the trid judge. Over avigorous dissent, this court
reweighed the record evidence on its own and, for the first time on appedl, found that Lough’s six prototypes
were apublic use.

The outcome of Lough turns on the standard of review applied by this court. With any leve of proper
deference to the fact-finding of those who heard seventeen days of evidence, this court must have affirmed.
Both logic and Supreme Court rules cal for that deference. Logic cdls for deference because this court used
the intensdy factud “totality of circumstances’ andyss. A factud andysislogicdly calsfor the deferentid
review accorded questions of fact. Respect for the Supreme Court aso cals for deference because our
nation’s highest court has repeatedly instructed that public use is predominantly a question of fact. See, e.q.,
Pennock v. Didogue, 27 U.S. (2 Pet.) 1, 16 (1829) and cases cited infrapp. 5-6.

Notwithstanding logic and binding precedent, the Lough court ventured to designate public use a question of
law and extended that error by announcing that experimentation is aso subject to unfettered review. Logic
sometimes escapes even this distinguished court, but disregard of binding precedent, including the prior
jurisprudence of this court and its predecessors, invites irreconcilable conflict and confusion.

Turning firgt to the standard of review for the public use and on sde bars of section 102(b), the Supreme
Court has dready settled this question. The Supreme Court’ s uniform treatment of statutory bars as

1/30/2003 2:47 PM



Lough v. Brunswick Corp. file://H:/HOOK ER/fed/950pinions/95-1266.html

17 of 29

predominantly questions of fact began when Justice Story articulated the justification for statutory barsin
Pennock v. Didogue. Justice Story, a consummate trial judge aswell as Justice, took care to state from the
outset the duties of judge and jury on Statutory bar issues:

The single question then is, whether the charge of the court was correct in point of law. It has not been, and
indeed cannot be denied, that an inventor may abandon his invention, and surrender or dedicate it to the
public. . . . The question which generdly arises a trids, is a question of fact, rather than of law; whether the
acts or acquiescence of the party furnish, in the given case, satisfactory proof of an abandonment, or
dedication of the invention to the public. But when al the facts are given, there does not seem any reason why
the court may not sate the legd concluson deducible from them. In this view of the matter, the only question
would be, whether, upon generd principles, the facts stated by the court would justify the conclusion.

Id. a 16 (emphasis added). This rule could not be clearer. The public use question which generdly arises at
trid isaquestion of fact, not of law.

Any provison of law invariably involves some interpretation of the legal meaning of the statutory terms. When
a statute uses straightforward words, such asthosein 35 U.S.C. section 102(b), however, that legal
interpretation is minimd. Indeed with section 102(b), the definition of the statutory language occurred long
ago at the Supreme Court. See, eg., Egbert v. Lippmann, 104 U.S. 333 (1881) (a use need not be open
and vishle to be “public’). Throughout its lengthy experience with the public use and on sde bars, the
Supreme Court has emphasized that these questions are overridingly factud. E.g., Gayler v. Wilder, 51 U.S.
(10 How.) 477, 484 (1850) (“unlessthe plaintiff . . . had abandoned said improvement to the public, and
suffered the same to go into public use before the gpplication for said patent, of which facts the jurors were
the judges’) (emphasis added); Kenddl v. Winsor, 62 U.S. (21 How.) 322, 331 (1858) (“Thered interest
of an inventor with respect to an assartion or surrender of hisrights. . . isan inquiry or conclusion of fact, and
peculiarly within the province of thejury . . . .”) (emphasis added); Consolidated Fruit-Jar Co. v. Wright, 94
U.S. 92, 94 (1876) (“The result must dways depend upon the purpose and incidents accompanying the act
or actsrelied upon [as public uses].”); City of Elizabeth v. Pavement Co., 97 U.S. 126, 133 (1877);
Manning v. Cape Ann Isinglass & Glue Co., 108 U.S. 462, 465 (1882) (“The decided weight of the
evidence shows that there was dso a public use of theinvention . . . . These conclusons of fact are fatd to
the complainant’s case.”); Cantrdll v. Wallick, 117 U.S. 689, 696 (1886) (“The proof of prior usein this
case depends on the testimony.”); Smith & Griggs Mfg. v. Sprague, 123 U.S. 249 (1887); Internationa
Tooth Crown Co. v. Gaylord, 140 U.S. 55, 64 (1891) (“[i]n the light of this testimony we are compelled to
hold”); Generd Taking Pictures Corp. v. Western Elec. Co., 304 U.S. 175, 182-83 (1938) (“The district
court and circuit court of gppeds found that there was no public use. . . . These findings were made upon
adequate evidence and petitioner’ s contentions as to them will not be considered here”). In resolving
gtatutory bar questions, the Supreme Court unquestionably stressed time and again that appellate courts must
defer to the factud findings of trid courts.

On a least ten occasions, the Supreme Court clarified that factud inquiry drives section 102(b) issues.
Moreover, the Supreme Court repestedly stressed its deference to the fundamenta questions of fact in
reviewing statutory bars. At no point does the Supreme Court refer to statutory bars solely aslegd issues.
The Supreme Court’s clear and unwavering treetment of the statutory bars calls into question this court’s
departure.

This court’ s predecessor courts both recognized and followed the Supreme Court’ s rule. The United States
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Court of Customs and Patent Appedls stated expresdy that section 102(b) isan issue of fact in In re Reese:

The board’ sfinding that the tablets defined in the cdlaims of the ingtant application were “in public use for
twenty years prior to the filing date of the gpplication,” and were therefore not patentable under 35 U.S.C. §
102(b), raises an issue of fact.

290 F.2d 839, 841, 129 USPQ 402, 403 (CCPA 1961) (emphasis added). In re Reese, an opinion binding
on this court, see South Corp. v. United States, 690 F.2d 1368, 1370, 215 USPQ 657, 657-58 (Fed. Cir.
1982) (in banc), aso followed the Supreme Court’srule.

Even if the Supreme Court and the Court of Customs and Patent Apped's had not spoken, this court would
have been bound by the United States Court of Claims precedent. The Court of Claims followed the
Supreme Court rulein Smith v. United States: “The main issue is vdidity of the patent in suit over prior
domestic and foreign patents, and over aprior public use. Thisissueisfactud.” 145 F. Supp. 396, 396, 111
USPQ 135, 135 (Ct. Cl. 1956) (emphasis added). Based on the principle of respect for binding precedent,
this court should recognize that it lacks authority to fashion a plenary standard of review for section 102(b)
bar issues.

The clear rule of the Supreme Court and this court’ s predecessors raises the obvious question: How could
this court have departed from binding precedent? The first departure occurred in Barmag Barmer
Maschinenfabrik v. Murata Machinery, Ltd., 731 F.2d 831, 221 USPQ 561, 565-66 (Fed. Cir. 1984) (the
on sde bar isaquestion of law). Notably Barmag did not cite to Supreme Court opinions which uniformly
treated the question on factud terms. Rather, Barmag Stated:

[A section 102(b) bar is not] itself afact nor an inference of fact drawn from established facts. In re
Corcoran, 640 F.2d at 1333, 208 USPQ at 869 (one-year time bar applied under “principles of law”). What
Barmag is actualy contesting is the court’sconclusonon . . . [this] legd issud ].

731 F.2d at 837 (citation omitted). With these few words, Barmag fashioned an unrestricted standard of
review for statutory bars.

Even apassing andysis cdls the reasoning of the Barmag court into question. Barmag' s reliance on Corcoran
ishbizarrely out of context. See In re Corcoran, 640 F.2d 1331, 208 USPQ 867 (CCPA 1981). Corcoran
says hothing about section 102(b) issues as questions of law. Corcoran instead refersto resolving a section
102(b)/103 regjection under “the principles of law enunciated in In re Foster.” 640 F.2d at 1333 (emphasis
added). Surprisingly, In re Foster does not even hint that section 102(b) is a question of law. SeeInre
Foster, 343 F.2d 980, 145 USPQ 166 (CCPA 1965). Statutory bars were not an issuein Foster. Neither
Corcoran nor the cases upon which it relied addressed statutory bars. Corcoran smply did not and could not
supply authority to depart from binding Supreme Court precedent.

In sum, Barmag, the firgt opinion of this court to stray from the Supreme Court’s sandard of review, was
wrong in a least four ways. Firg, it erred by citing Corcoran for a principle that that case did not even
address. Second, it erred by taking the Corcoran phrase “principles of law” dragticaly out of context when
that phrase had no reference at al to stlandards of review. Third, it erred by ignoring the Supreme Court rule.
Fourth, it erred by ignoring binding precedent from both the Court of Customs and Patent Appeals and the
Court of Clams.
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Barmag dedlt with on sale bars under section 102(b). Until Lough, this court had remained more fathful to
the Supreme Court’srule for review of public uses under section 102(b). In Hycor Corp. v. Schlueter Co.,
740 F.2d 1529, 1535, 222 USPQ 553, 559 (Fed. Cir. 1984), this court stated, that facts underlying public
use are subject to clearly erroneous review. Hycor had the virtue of keeping the focus properly on factud
inquiry. Moleculon Research Corp. v. CBS, Inc., 793 F.2d 1261, 1265, 229 USPQ 805, 808 (Fed. Cir.
1986), next dtated that public use is aquestion of law, with underlying facts subject to clearly erroneous
review. Still the focus remained on factud inquiry. This gppdlate court did not presume to reassess the facts
without deference to the fact-finders.

The court in Lough, however, purported to abandon factud inquiry: “Whether an invention was in public use
prior to the critica date within the meaning of section 102(b) isaquestion of law.” 86 F.3d a 1120. For that
proposition, the Lough court cites Manville Sales Corp. v, Paramount Systems, Inc., 917 F.2d 544, 549, 16
USPQ2d 1587, 1591 (Fed. Cir. 1990). Maville, however, does not stand for the proposition for which

Lough citesit:

Whether or not an invention was on sde or in public use within the meaning of section 102(b) is a question of
law that this court reviews de novo; however, factud findings underlying the trid court’s concluson are
subject to the clearly erroneous standard of review. See, Envirotech, 904 F.2d at 1574, 15 USPQ2d at
1232; Moleculon, 793 F.2d at 1266, 229 USPQ at 808.

917 F.2d at 549 (emphasis added). The Lough court followsthefirst part of the above sentencein Manville
amost verbatim. The Lough court, without explanation, refuses to quote or follow the rest of the sentencein
Manville. Inits entirety, the sentence from Manwille does not make public use a question of law, but instead
honors the predominant factua inquiry standard. Thus, Lough departs from the deference due trid court
findings without any legd bass.

The Lough court’s error is painfully reminiscent of the Barmag error. Firg, it used an incomplete Mawille
citation to arrive at an inaccurate characterization of the standard of review governing public uses. Second, it
erred by declining to honor Supreme Court and Court of Custom and Patent Apped s precedent. Third, it
erred by declining to honor Federa Circuit precedent that had uniformly recognized the clear error sandard
within the public use context. According to norma rules of precedence, Lough lacked authority for its bold

change of palicy.

Turning next to the sandard of review for experimenta use, Lough again replicates the Barmag error. Once
again, logic and binding precedent make experimentation to negate public use a fact-driven inquiry, subject to
the deferentid review which the Lough court refused to accord this jury verdict.

Again logic dictates that a“totdity of circumstances’ analys's depends on factud digtinctions. With factud
congderations dictating the outcome of the underlying andysis, logic relegates the slandard of review to the
factud redlm aswell. Thus, the following statement of the Lough court crestes a strange illogica juxtaposition:
“To determine whether auseis ‘experimenta,” a question of law, the totality of circumstances must be
considered . . ..” Lough, 86 F.3d at 1120. Frankly the proposition that experimenta use — ajudge-made
doctrine without any express basisin the Patent Act — isaquestion of law is absurd on itsface. It is hard to
imagine how case law decisions made by judges to resolve unique factuad cases on afact-driven issue could
create questions of law.

To make matters worse, Lough's assertion that experimenta useis a question of law hides as a brief
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subordinate clause in a sentence of no less than eighty-five words. |d. The citations at the end of this |oaded
sentence do not support a al the assertion that experimenta use is a question of law. In fact, each of the
three cases cited by the Lough court at the end of its paragraph-sentence stand for the proposd that
experimenta useisafactud inquiry. Baker Oil Todls, Inc. v. Geo Vann, Inc., 828 F.2d 1558, 1565, 4
USPQ2d 1210, 1215 (Fed. Cir. 1987) (“ The disputed factud issue of experimental purpose was materid to
the decison.”) (emphasis added); Sinskey v. Pharmacia Ophthamics, Inc., 982 F.2d 494, 498, 25 USPQ2d
1290, 1294 (Fed. Cir. 1992) (insufficient evidence was submitted to create a genuine issue of materid fact as
to party’s experimental purpose); TP Lab., 724 F.2d at 972.

The Supreme Court first acknowledged experimenta use, a concept without an analog in the patent system of
any other country, in City of Elizabeth, 97 U.S. at 135. Setting aside the question of whether the law today
would dlow an inventor to experiment in full public view for over six years with no dterations to the clamed
invention over that period, the Supreme Court acknowledged that an inventor with a“bonafide intent of
testing” would not encounter a public use bar. 1d. In excluding Nicholson's experiment from public use, the
Supreme Court “examing[d] the circumstances under which this pavement was put down, and the object and
purpose that Nicholson had inview.” 1d. at 133. In other words, the Supreme Court set forth a clear factua
test. Questions depending on the “bonafide intent” of a party hardly could be otherwise than factud. Indeed,
each time the Supreme Court encountered an experimenta use, it deferred to factud findings. See, eq.,
Pennock, 27 U.S. (2 Pet.) at 16; Root v. Third Ave. R.R. Co., 146 U.S. 210, 225 (1892); Electric Storage
Battery Co. v. Shimadzu, 307 U.S. 5, 20 (1939). Until Lough, this circuit had consstently followed this
Supreme Court standard. See, eg., Baker Oil Toadls, 828 F.2d at 1565; Sinskey, 982 F.2d at 498.

The Lough court disregarded the findings of the jury and trid court and forced Lough to re-prove (with dl the
grictures of a brief gppellate record) his experimenta use. Thus, the Lough court defied logic and binding
precedent to make experimenta use a question of law. The casudties of this error, in addition to Mr. Lough,
are the certainty and predictability of Satutory bar law.

A sgnificant part of the Lough court’ s error is abstracting experimentation out of the public use inquiry and
designating it a separate “question of law.” Lough, 86 F.3d at 1120. Thisincorrect methodology fliesin the
face of theteaching in TP Lab.: “[I]t isincorrect to impose on the patent owner, asthetria court in this case
did, the burden of proving that a‘public use’ was ‘experimenta.” These are not two separableissues. It is
incorrect to ask: ‘Wasit apublic use? and then, ‘Wasit experimental? Rather, the court is faced with a
sngleissue: Wasit a public use under section 102(b)?’ 724 F.2d at 971. Thiscourt in TP Lab. taught that
experimenta useis not an exception to public use, but a negation. In other words, experimental useisnot a
Separate exception with its own standard of review or its own multi- factored test. Instead an experimental
use by definition does not abandon the invention to the public.

Digregarding TP Lab., the Lough court addressed itsdlf to a separate doctrine of experimental use, for which
it crested a new standard of review separate from public use. The jury and the tria court had correctly
answered the correct question: whether Lough gave hisinvention into public use. The Lough court
transformed the question: “The question framed on gpped iswhether Lough's aleged experiments lacked
enough of these required indicia so that his efforts cannot, as a matter of law, be recognized as experimentd.”
86 F.3d at 1121. To reach itsincorrect result, the Lough court had to separate experimental use from its
proper context of public use, then create a separate list of required ements for afactud inquiry, and findly
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make the separate list a question of law to avoid the deference due to the jury verdict. Each error sent the
Lough court fishing in deeper waters without a license,

The Lough court made the same mistake asthetrid court in TP Lab.: “[I]t isincorrect to impose on the
patent owner, asthetria court in this case did, the burden of proving that a*public use’ was ‘ experimenta.’”
724 F. 2d a 971. Infact, in TP Lab., the inventor had used the invention nearly four years before filing, id. at
967, had kept only records that were “scanty at best,” id. at 969, and had shown control over the invention
only “inherently by the dentig-patient reationship,” id. at 972. Y et the Federd Circuit, in acase gtrikingly
smilar to Lough, discerned no public use. Id. at 973. More important, the Federa Circuitin TP Lab. warned
agang divorcing experimentation from its public use context — the Lough court’ sinitid fdse turn on its
unauthorized fishing expedition.

V.

Themischief of Lough's plenary review standard is even more egregious because public use rests on an
evauation of the totaity of the circumstances. 35 U.S.C. § 102(b) (1994); see Manville Sdles, 917 F.2d at
549. As noted earlier, the Supreme Court set forth a predominantly factua inquiry for gpplication of the
statutory bars. See cases cited supra at pp. 5-6. The Supreme Court, for good reason, assigned the public
use factua inquiry to trid, not appellate, courts. See, eqg., Kenddl, 62 U.S. (21 How.) at 331 (“Thered
interest of an inventor with repect to an assartion or surrender of hisrights. . . isan inquiry or conclusion of
fact, and peculiarly within the province of thejury . . . ."). Without the discipline of the limited standard of
review under the Supreme Court’ s rule, an gppdlate court may pick, choose, and reassess various
circumstantia factors. No wonder this undisciplined exercise produces inconsistent and irreconcilable results.
No wonder commentators excoriate this court’s random gpplication of the “totdity of circumstances’ tet.

Indeed Lough illudirates the arbitrariness of regpplying afactud “totaity of circumstances’ test on an
appellate record without any deference to the fact-finding of the trial court. Lough lists severd indicia of
experimentation, including: 1) the number of prototypes and the duration of testing; 2) the attention to records
or reports during testing; 3) the existence of a confidentidity arrangement; 4) the receipt of any commercia
advantage by the patentee; and 5) the inventor’ s control over the testing. Although a brief review of prior
Federd Circuit cases cdls into question the sufficiency of thislisting, at this point it is more important to show
that the Lough court’s gpplication of its own indicia conflicts with binding Federd Circuit cases.

Beginning with the firgt indicator, Lough gave no andysisto its own first factor at dl. The Lough court might
have noted Lough’s few prototypes or the limited duration of histesting. In fact, in view of the Sx years of
open air testing in City of Elizabeth, 97 U.S. at 133, or more than ayear of open display in Moleculon, 793
F.2d at 1263, the Lough court might well have followed prior cases to assess this indicator strongly in favor
of experimentation. After dl, Lough conducted afar more limited test than in City of Elizabeth, limiting his
testing to Six invisble prototypes over the course of one year to ensure that his invention would work in the
harsh marine environment.

On the second indicator, the Lough court weighed this harshly againgt Lough to undercut his experimentation
cam. Lough, 86 F.3d at 1121. The Lough court declined to note that, dthough not keegping forma written
records, Lough had taken photographs to monitor the installed sedl assemblies during the experimentation
period. In view of severd casesthat detected an experimenta use despite alack of forma record keeping on
thetesting, TP Lab., 724 F.2d at 969 (finding experimental use with “scanty” records“at best”); Mawille
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Sales, 917 F.2d at 551 (finding experimenta use with one memorandum of intent to experiment, but no
records of testing), the Lough court might well have followed prior casesin seeing this factor as no obstacle
to Lough’'s dam of experimentation.

The Lough court did not analyze its own third indicator. Lough, however, testified that he only shared his
experimenta prototypes with afew individuas—with whom he shared a close persond or professond
relationship —who he knew would maintain his secrecy. In view of Federa Circuit cases thet inferred
confidentidity on the basis of the close association of the patentee and the teters, see, eg., Moleculon, 793
F.2d at 1266, TP Lab., 724 F.2d at 972, the Lough court might well have weighed this indicator in favor of,
rather than againgt, experimentation.

On the fourth indicator, the Lough court lukewarmly acknowledged Lough’s steadfast refusd to commercidly
exploit hisinvention beforefiling. Lough, 86 F.3d at 1121. In view of Federal Circuit casesthat attached
gredt, perhaps dispositive weight, to this factor, see, eq., Ferag AG v. Quipp, Inc., 45 F.3d 1562, 1566, 33
USPQ2d 1512, 1515 (Fed. Cir. 1995) (“ Foremost among these is the policy of preventing inventors from
exploiting the commercid vaue of ther inventions while deferring the beginning of the statutory term.”) and
Moleculon, 793 F.2d at 1266-67, the Lough court might well have given this factor consderable weight in
favor of afinding of experimentation.

On thefifth indicator, the Lough court weighed this strongly againgt Lough. Once again, however, the record
shows that Lough selected friends and professiond associates over whom he had control by virtue of their
relaionship. In view of prior Federd Circuit cases permitting close relationship and notification of
experimenta purpose to subgtitute for full control, see, eg., Moleculon, 793 F.2d at 1266-67, and LaBounty
Mfq. v. United States International Trade Commission, 958 F.2d 1066, 1072, 22 USPQ2d 1025, 1029
(Fed. Cir. 1992) (suggesting that notification of experimenta purpose may substitute for control), the Lough
court might well have balanced this factor in favor of Lough.

Further, to buttressits own factua finding on gpped that Lough lacked control over the experiment, the
Lough court used reasoning in conflict with other Federd Circuit cases. For instance, the Lough court noted
that the experimenta use involved Lough's associates rather than Lough himself. Lough, 86 F.3d at 1121-22.
Other binding Federd Circuit cases have held that participation by others in the experiment does not show a
lack of control. See TP Lab., 724 F.2d a 972 (“routine checking of [success of invention] by one of the
[inventor’s associates| does not indicate the inventor’ s lack of control”); Grain Processing Corp. v. American
Maize-Prods. Co., 840 F.2d 902, 906, 5 USPQ2d 1788, 1792 (Fed. Cir. 1988) (submitting samples of
invention to food manufacturers for determination of the product’s utility did not negate experimentation).
Additiondly, the Lough court criticized the fact that one of the boats containing the experimenta sed was
sold a some point after the concluson of the experiment. Lough, 86 F.3d at 1121. Thisindicator has dso
been held not to congtitute aloss of control. See Watson v. Allen, 254 F.2d 342, 347, 117 USPQ 68, 71
(D.C. Cir. 1958) (“We bdieve the protective umbrella of the experimenta use doctrine should include
reasonable disposa of models and prototypes of the invention once their usefulness to the inventor has ended
-- reasonable in view of the nature of the device and the probability of discovery and appropriation of the
invention by strangers.”); Goodwin v. Borg-Warner Corp., 157 F.2d 267, 273, 70 USPQ 387, 393 (6th
Cir. 1946) (finding experimentation athough automobile containing sed was later sold).

Moreover, severd binding Federd Circuit cases andyze indicators the Lough court choseto ignore. These
unacknowledged indicators further buttress Lough's case againgt a public use. For instance, another indicator
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gppearing in binding precedentsis the inventor’ s careful tailoring of the tests to the nature of the invention.
See City of Elizabeth, 97 U.S. at 136; Mawille Sdes, 917 F.2d at 550-51; Allied Calloids, 64 F.3d at
1575; see ds0 Caterpillar Tractor Co. v. Berco, SP.A., 215 USPQ 948, 958 (D. Wyo. 1982) (finding
experimenta purpose where “tests for durability and performance are conducted by those who will eventualy
be usng the product under conditions which are likely to be difficult to duplicate in the lab”), aff’d on other
grounds, 714 F.2d 1110 (Fed. Cir. 1983). The record shows Lough designed his experiments to test the
invention in various kinds of boats in various marine environments. Indeed a careful assessment of this
indicator might aso recognize that the necessity of testing under varying circumstances militates against
maintenance of full control at al times over the testing.

Still another indicator appearing in binding precedents is the hidden nature of an experiment.1 In determining
whether an inventor intended to experiment, an invisble use may add plausbility to the inventor’ s explanation
that he perceived little need to take further precautions to protect confidentidity. See, eq., Manville Sdes,
917 F.2d a 550 (“[ T]he invention was mounted atop a 150-foot tall polein arest area till closed to the
public, making it very unlikely that the public would even see the new design.”); Allied Colloids, 64 F.3d at
1574 (public access to and knowledge of the public useis one of the factorsto consder). Thisfactor, too, if
considered by the Lough court, would have helped Lough. In picking and choosing amongst its “totality of
circumstances,” the Lough court sadly did not consider the totdity of the circumstances.

In sum, this brief comparison of the Lough court’ s assessment of the totality of the circumstances with the
same assessment by prior Federa Circuit cases shows the plastic malleability of atotdity of circumstances
test when divorced from the discipline of a deferentid standard of review. An appellate pandl can pick and
choose amongst mallegble circumstances to reach results irreconcilable with other Federa Circuit decisons.

This comparison aso shows the plausibility of the jury’s unanimous verdict in Lough. For each and every
indicator under the Lough court’ s abbreviated totdity of circumstances analysis, this record provides factua
support for the jury’s conclusion. Under Federa Circuit law, the Lough jury had a very solid foundation for
its result. Frankly, this comparison makes the Lough court’s conclusion (“the jury had no legd basis to
conclude that the uses of Lough’s prototypes were experimental,” Lough, 86 F.3d at 1122 (emphasis
added)) seem very strained.

Asnoted earlier, no area of Federal Circuit jurisprudence has produced more outright criticism
than itsreview of gatutory bars. Plenary standards of review contribute to unpredictability and
inconsistency by multiplying at the appellate level the uncertainties of a “totality of circumstances’
analysis. Nonetheless the “totality of circumstances’ format itself may well be chiefly responsible
for the confusion.

This observation may seem to lay the blame for chaos at the steps of the Supreme Court because
this nation’s highest court repeatedly called for factual inquiry to resolve statutory bar cases. To
the contrary, factual inquiry differsfrom a standardless “totality of circumstances.” The“totality”
test recognizes no hierarchy or principleto guide factual inquiry. The experience of the common
law teachesthat generally some facts are moreimportant than others. These “moreimportant”
facts serve astouchstones lending predictability and consistency to thelaw. The “totality” test,
however, starts each inquiry from scratch and abandons the experience that Holmes denoted the
“life of thelaw.” Oliver Wendell Holmes, The Common Law 1 (1881).
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The chief mischief of the “totality” test liesin beginning each factual inquiry anew without
reference to the experience of the common law. Thus, for instance, in ascertaining whether an
inventor possessed a bona fide intent to experiment, the absence or presence of premature
commercial exploitation might disclose more about the inventor’sintent than the duration of the
testing or some other factor. Thusthetwin touchstonesfor statutory bar analyss— premature
economic exploitation (usually) in the marketplace (particularly applicable to on sale bars) and
creation of a widespread expectation that the public isfreeto use the invention (particularly
applicableto public use bar s) — ought to guide and restrain factual inquiry at thetrial court level.
Indeed Federal Circuit cases have so held. Ferag AG, 45 F.3d at 1566.

In this case, the jury determined that Lough did not sall or otherwise exploit his seal, nor did he
create the public expectations by hisuses. Instead he conducted limited teststo ensure his
invention seal worked. Moreover thejury determined that L ough maintained adequate monitoring
and control over histesting to show that he wasreally experimenting, not exploiting or
surrendering his invention. TheLough court, however, reweighed these findings as “ questions of
law” and choseto find in its own peculiar “totality of circumstances’ a bar. Without a more
rule-based standard for assessing the facts and with appellate courtsreassessing the facts without
deference, predictability and certainty will remain barred from section 102 (b) jurisprudence.

Footnotes

2 | do not intend by thisto suggest that any single test can or should be imposed.

3 See, e.q., ThomasK. Landry, Certainty and Discretion in Patent Law: The On SaleBar, The
Doctrine of Equivalents, and Judicial Power in the Federal Circuit, 67 S. Cal. L. Rev. 1151 (1994);
William C. Rooklidge & Stephen C. Jensen, Common Sense, Simplicity and Experimental Use
Negation of the Public Use and On Sale Barsto Patentability, 29 J. Marshall L. Rev. 3 (1995);
James A. Jorgensen, Comment, Environmentally Dependent I nventions and the “On Sale” and
“Public Use” Barsof 102(b): A Proffered Solution to a Statutory Dichotomy, 49 U. Miami L. Rev.
185 (1994).

4 Despite the Lough court’s presentation, experimental useisnot a doctrine separate from public
usewith itsown required indicia and standard of review. A fuller discussion of thisL ough court
error appearsin part 11 infra. For now, this opinion examinesL ough in its own erroneous context.

5 In addition, pre-Federal Circuit appellate decisions followed the Supreme Court rule. The
unifor mity of their conclusion that section 102(b) is predominantly a question of fact both
buttressesthe Supreme Court’srule and strikingly illustratesthe aberration of the Federal
Circuit’sdeparture. See, e.q., Watson v. Allen, 254 F.2d 342, 346- 47 (D.C. Cir. 1958); Atlasv.
Eastern Air Lines, Inc., 311 F.2d 156, 159-60 (1st Cir. 1962); M cGraw-Edison Co. v. Central
Trandormer Corp., 308 F.2d 70, 73 (8th Cir. 1962); EMC Corp. v. F.E. Myers & Bros. Co, 384
F.2d 4, 10 (6th Cir. 1967); Lear Siegler, Inc. v. Ark- Ell Springs, Inc., 569 F.2d 286, 291 (5th Cir.
1978); DeLong Corp. v. Raymond Int’l, Inc., 622 F.2d 1135, 1141 (3d Cir. 1980); Del Mar Eng'g
Lab. v. Physio-Tronics, Inc., 642 F.2d 1167, 1169 (9th Cir. 1981).

Further, early treatises unifor mly acknowledged that public use and on sale doctrines are questions
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of fact, eg.. “What constitutes public useisordinarily a question of fact.” 2 Deller’s Walker on
Patents 8§ 144 (1964). The 1985 edition of Lipscomb’s Walker on Patents also states that public use
isaquestion of fact, but then notes: “ The decision of the Court of Appealsfor the Federal Circuit
in Moleculon Research Corp. v. CBS, Inc., regarding whether “public use’ under § 102(b) isa
question of fact or a question of law appearsto be at oddswith the prior cases.” 2 Lipscomb’s
Walker on Patents § 7:28.

6 Subsequent cases have followed in this distortion of binding precedent. See, e.g., Petralite Corp.
v. Baker HughesInc., 96 F.3d 1423, 1425, 40 USPQ 1201, 1203 (Fed. Cir. 1996) (citing Bar mag,
731 F.2d at 836- 37); Baxter Int’l, Inc. v. COBE Lab., Inc., 88 F.3d 1054, 1058, 39 USPQ2d 1437,
1441 (Fed. Cir. 1996).

7 Asnoted earlier, the law would not separate experimental use from its context within a section
102(b) bar question and grant it a distinct standard of review. See TP Lab., 724 F.2d at 971.
Nonetheless, the L ough court adopted this methodology. This dissent examinesL ough within its
own format.

8 Perhapsthe only analog for plenary review of a “totality of circumstances’ test within the sweep
of law governed by our sister circuitsisreview of so- called constitutional facts. See, e.g., Swint v.
City of Wadley, 51 F.3d 988, 996 (11th Cir. 1995); United Statesv. Edenfield, 995 F2d 197, 200
(11th Cir. 1993); United Statesv. Bloom, 975 F.2d 1447, 1456 (10th Cir. 1992). With lifeand liberty
at stake, a context hardly smilar to the statutory bars, appellate courtsreview probable cause
findings without deference. See Ker v. California, 374 U.S. 23, 33-34 (1963); see also Ornelasv.
United States, U.S. __, 116 S. Ct. 1657 (1996).

9 Thelaw generally recognizesthat an experimental use endswith an actual reduction to practice.
RCA Corp. v. Data Gen. Corp., 887 F.2d 1056, 1061, 12 USPQ2d 1449, 1453 (Fed. Cir. 1989). On
the other hand, the Supreme Court specifically noted: “If durability isone of the qualitiesto be
attained, along period, perhapsyears, may be necessary to enable theinventor to discover
whether his purpose isaccomplished. And though, during all that period, he may not find that any
changes are necessary, yet he may be justly said to be using his machine only by way of
experiment; and no onewould say that such a use, pursued with a bonafide intent of testing the
gualities of the machine, would be a public use, within the meaning of the statute.” City of Elizabeth
v. Pavement Co., 97 U.S. 126, 135 (1877).

10 Those who doubt the difference between a cold, abridged, written appellate record and the
living, detailed, and emotion-charged courtroom need to read Ludwig Wittgenstein’s philosophical
observations (communication lacks meaning divor ced from its entire context) and contemplate:
What does a withess mean by the answer, “1 believe s0.” Isthisassent to the proposition? Isthis
an expression of doubt in the proposition? Isthisa description of the withess' s state of mind
(tentative belief) or a description of an actual state of affairs (it isso!)? In other words, how isan
appellate court to assessthisfactual record: “Q: Mr. Inventor, did you intend to experiment? A: |
believe so.” ?

Thisambiguity and complexity multipleswith the number of witnesses— each with their own
peculiar personality, perception, and per spective. An appellate tribunal is ssmply not equipped in

250f 29 1/30/2003 2:47 PM



Lough v. Brunswick Corp. file://H:/HOOK ER/fed/950pinions/95-1266.html

timeor toolsto unlock the mysteries of the single testimonial snowflake (e.g., “1 believe s0.”), let
alonethe swirling blizzard of trial evidence. Our trial system -- multiplejurorswith an experienced
trial judge as a check -- may have flaws, but remains a “ palladium of free government,” and “an
excellent method of determining questions of property.” The Federalist No. 83, at 499, 501
(Alexander Hamilton) (Clinton Rossiter ed., 1961). For wise purpose, the Supreme Court
commended factual inquiry to thetrial system.

11 Thedissent in Atlantic Thermoplastics Co. v. Faytex Corp., 5 F.3d 1477, 1482-88, 28 USPQ2d
1343, 1347-52 (Fed. Cir. 1993), notesthat the Federal Circuit has set forth at least three different
testsfor application of section 102(b).

12 E.g., William K. West, Jr. & Nancy J. Linck, The Law of " Public Use" and " On Sale" : Past
Present and Future, 72 J. Pat. & Trademark Off. Soc'y 114, 115 (1990) (“[T]he court’sinsistence
on a ‘totality of the circumstances’ test may tend to make predictability of result . . . even more
difficult than in former times.”); Jorgensen, supra note 1, at 213 (“[T]he Federal Circuit haslacked
consistency in itsapplication of the on sale and public use bars of section 102(b) . . . . Instead,
confusion remainsthe central theme. ...”); Stephen R. Schaefer, Comment, Envirotech Corp. v.
Westech Engineering, Inc.: The On-Sale Bar to Patentability and Executory Sales Offers, 75
Minn. L. Rev. 1505, 1508 (1991) (“[T]he application of the on-sale bar provision lacks
predictability, failsto inform theinventor . . . and, thus, fosterslitigation.”). This confusion has also
been critically noted by commentators:

[T]he Federal Circuit needsto resolve inconsistenciesin its precedent regarding the policy
underlying experimental useitself, the factual/legal nature of experimental use. ... Only by
returning to thelaw asit stood over 100 years ago and by keeping an eye on the policy underlying
experimental use could the Federal Circuit return thelaw in thisarea to a state of common sense
and reasonable, if not sublime, smplicity.

Rooklidge & Jensen, supra note 1, at 49-50.

13 Other panelsof the Federal Circuit, as might be expected of a “ totality of circumstances’
analysis, list different “indicia.” See, e.q., TP Lab., 724 F.2d at 971 (indiciainclude length of test,
whether payment was made, conditions of secrecy, whether recor dswer e kept, who conducted the
tests, and the number of tests conducted); Manville Sales, 917 F.2d at 550 (indicia for totality of
the circumstances are the policies under lying the bar, not separ ate experimental use indicia);
Harrington Mfg. v. Powell Mfg., 815 F.2d 1478, 1480, 2 USPQ2d 1364, 1366 (Fed. Cir. 1986)
(adding indicia of public necessity); Baker Oil Tools, 828 F.2d at 1564 (adding indicia of public
testing in relation to nature of experiment); Allied Calloids|nc. v. American Cyanamid Co., 64 F.3d
1570, 1574, 35 USPQ2d 1840, 1842 (adding indicia of public accessto and knowledge of the public
use). These differing lists disclose again the appellate disposition, in the absence of a disciplined
standard of review, to pick and choose amongst factorsto reach inconsistent results.

14 Case law distinguishes the notoriety or openness of an experiment from the notoriety or
openness of a public usein general. Asthe Supreme Court held in Egbert v. Lippmann, 104 U.S.
333, 336 (1881), a barring use -- in this case an innovative under gar ment -- need not be open and
notoriousto be“ public.” Because Egbert himself put the invention into use eleven year s before
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filing for patent protection, the corset worn by Egbert’sintimate friend, though not in view, was
abandoned to the public. Id. at 337-38. Such evidence might have been viewed differently, however,
if experimentation had been at issuein Egbert. Seeid. at 337 (“ They were not presented for the
pur pose of experiment, nor to test their qualities. No such claim isset up in her testimony.”).

15 Egbert , the famous cor set case, isthe classic example of exploiting an invention without
seeking commercial benefit. 104 U.S. at 336.

See, e.g., ThomasK. Landry, Certainty and Discretion in Patent Law: The On SaleBar, The
Doctrine of Equivalents, and Judicial Power in the Federal Circuit, 67 S. Cal. L. Rev. 1151 (1994);
William C. Rooklidge & Stephen C. Jensen, Common Sense, Simplicity and Experimental Use
Negation of the Public Use and On Sale Barsto Patentability, 29 J. Marshall L. Rev. 3 (1995);
James A. Jor gensen, Comment, Environmentally Dependent | nventions and the“ On Sale’ and
“Public Use” Barsof 102(b): A Proffered Solution to a Statutory Dichotomy, 49 U. Miami L. Rev.
185 (1994). Despite the Lough court’s presentation, experimental useisnot a doctrine separate
from public use with its own required indicia and standard of review. A fuller discussion of this
Lough court error appearsin part 111 infra. For now, this opinion examines Lough in itsown
erroneous context. In addition, pre-Federal Circuit appellate decisionsfollowed the Supreme Court
rule. The uniformity of their conclusion that section 102(b) is predominantly a question of fact both
buttressesthe Supreme Court’srule and strikingly illustratesthe aberration of the Federal
Circuit’sdeparture. See, e.g., Watson v. Allen, 254 F.2d 342, 346-47 (D.C. Cir. 1958); Atlasv.
Eastern Air Lines, Inc., 311 F.2d 156, 159-60 (1<t Cir. 1962); M cGraw-Edison Co. v. Central
Transformer Corp., 308 F.2d 70, 73 (8th Cir. 1962); FMC Corp. v. F.E. Myers & Bros. Co, 384
F.2d 4, 10 (6th Cir. 1967); Lear Segler, Inc. v. Ark-Ell Springs, Inc., 569 F.2d 286, 291 (5th Cir.
1978); Del.ong Corp. v. Raymond Int’l, Inc., 622 F.2d 1135, 1141 (3d Cir. 1980); Del Mar Eng'g
Lab. v. Physio-Tronics, Inc., 642 F.2d 1167, 1169 (Sth Cir. 1981). Further, early treatises uniformly
acknowledged that public use and on sale doctrines are questions of fact, e.g.: “What constitutes
public useisordinarily a question of fact.” 2 Deller’sWalker on Patents § 144 (1964). The 1985
edition of Lipscomb’sWalker on Patents also statesthat public useisa question of fact, but then
notes. “ The decision of the Court of Appealsfor the Federal Circuit in Moleculon Research Corp.
v. CBS, Inc,, regarding whether “public use” under 8 102(b) isa question of fact or a question of
law appearsto be at oddswith the prior cases.” 2 Lipscomb’s Walker on Patents § 7:28.
Subsequent cases have followed in thisdistortion of binding precedent. See, e.g., Petrolite Corp. v.
Baker HughesInc., 96 F.3d 1423, 1425, 40 USPQ 1201, 1203 (Fed. Cir. 1996) (citing Barmag, 731
F.2d at 836-37); Baxter Int’l, Inc. v. COBE Lab., Inc., 88 F.3d 1054, 1058, 39 USPQ2d 1437, 1441
(Fed. Cir. 1996). Asnoted earlier, the law would not separ ate experimental use from its context
within a section 102(b) bar question and grant it a distinct standard of review. See TP Lab., 724
F.2d at 971. Nonetheless, the Lough court adopted this methodology. This dissent examines Lough
within its own format. Perhapsthe only analog for plenary review of a“totality of circumstances’
test within the sweep of law governed by our sister circuitsisreview of so-called constitutional
facts. See, e.g., Swint v. City of Wadley, 51 F.3d 988, 996 (11th Cir. 1995); United Statesv.
Edenfield, 995 F2d 197, 200 (11th Cir. 1993); United Statesv. Bloom, 975 F.2d 1447, 1456 (10th
Cir. 1992). With lifeand liberty at stake, a context hardly smilar to the statutory bars, appellate
courtsreview probable cause findings without deference. See Ker v. California, 374 U.S. 23, 33-34
(1963); seealso Ornelasv. United States,  U.S. _, 116 S. Ct. 1657 (1996). Thelaw generally
recognizesthat an experimental use endswith an actual reduction to practice. RCA Corp. v. Data

27 of 29 1/30/2003 2:47 PM



Lough v. Brunswick Corp. file://H:/HOOK ER/fed/950pinions/95-1266.html

Gen. Corp., 887 F.2d 1056, 1061, 12 USPQ2d 1449, 1453 (Fed. Cir. 1989). On the other hand, the
Supreme Court specifically noted: “If durability isone of the qualitiesto be attained, a long period,
perhapsyears, may be necessary to enable theinventor to discover whether hispurposeis
accomplished. And though, during all that period, he may not find that any changes ar e necessary,
yet he may bejustly said to be using his machine only by way of experiment; and no one would say
that such a use, pursued with a bona fideintent of testing the qualities of the machine, would be a
public use, within the meaning of the statute.” City of Elizabeth v. Pavement Co., 97 U.S. 126, 135
(1877). Those who doubt the difference between a cold, abridged, written appellate record and the
living, detailed, and emotion-charged courtroom need to read L udwig Wittgenstein’s philosophical
observations (communication lacks meaning divor ced from its entire context) and contemplate:
What does a withess mean by the answer, “1 believe s0.” Isthisassent to the proposition? Isthis
an expression of doubt in the proposition? Isthis a description of the witnhess' s state of mind
(tentative belief) or a description of an actual state of affairs (it isso!)? In other words, how isan
appellate court to assessthisfactual record: “Q: Mr. Inventor, did you intend to experiment? A: |
believe s0.” ? Thisambiguity and complexity multiples with the number of witnesses — each with
their own peculiar personality, perception, and per spective. An appellate tribunal issmply not
equipped in timeor toolsto unlock the mysteries of the single testimonial snowflake (e.g., “I
believe s0.”), let alonethe swirling blizzard of trial evidence. Our trial system -- multiplejurorswith
an experienced trial judge as a check -- may have flaws, but remainsa “palladium of free
government,” and “ an excellent method of determining questions of property.” The Federalist No.
83, at 499, 501 (Alexander Hamilton) (Clinton Rossiter ed., 1961). For wise purpose, the Supreme
Court commended factual inquiry to thetrial system. Thedissent in Atlantic Thermoplastics Co. v.
Faytex Corp., 5 F.3d 1477, 1482-88, 28 USPQ2d 1343, 1347-52 (Fed. Cir. 1993), notesthat the
Federal Circuit has set forth at least three different testsfor application of section 102(b). E.g.,
William K. West, Jr. & Nancy J. Linck, The Law of " Public Use" and " On Sale": Past Present
and Future, 72 J. Pat. & Trademark Off. Soc'y 114, 115 (1990) (“[T]he court’sinsistence on a
‘totality of the circumstances test may tend to make predictability of result . . . even more difficult
than in former times.”); Jorgensen, supranote 1, at 213 (“[T]he Federal Circuit haslacked
consistency in its application of the on sale and public use barsof section 102(b) . . . . Instead,
confusion remainsthe central theme. . ..”); Stephen R. Schaefer, Comment, Envirotech Corp. v.
Westech Engineering, Inc.: The On-Sale Bar to Patentability and Executory Sales Offers, 75
Minn. L. Rev. 1505, 1508 (1991) (“[T]he application of the on-sale bar provision lacks
predictability, failsto inform the inventor . . . and, thus, fosterslitigation.”). This confusion has also
been critically noted by commentators: [T]he Federal Circuit needsto resolve inconsistenciesin its
precedent regarding the policy underlying experimental useitsdf, the factual/legal natur e of
experimental use. . .. Only by returning to thelaw asit stood over 100 years ago and by keeping
an eye on the policy underlying experimental use could the Federal Circuit return thelaw in this
areato a state of common sense and reasonable, if not sublime, smplicity. Rooklidge & Jensen,
supranote 1, at 49-50. Other pandsof the Federal Circuit, asmight be expected of a “totality of
circumstances’ analysis, list different “indicia.” See, e.g., TP Lab., 724 F.2d at 971 (indiciainclude
length of test, whether payment was made, conditions of secrecy, whether records wer e kept, who
conducted the tests, and the number of tests conducted); Manville Sales, 917 F.2d at 550 (indicia
for totality of the circumstances ar e the policies under lying the bar, not separ ate experimental use
indicia); Harrington Mfg. v. Powell Mfg., 815 F.2d 1478, 1480, 2 USPQ2d 1364, 1366 (Fed. Cir.
1986) (adding indicia of public necessity); Baker Oil Tools, 828 F.2d at 1564 (adding indicia of
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public testing in relation to natur e of experiment); Allied Colloids Inc. v. American Cyanamid Co.,
64 F.3d 1570, 1574, 35 USPQ2d 1840, 1842 (adding indicia of public accessto and knowledge of the
public use). These differing lists disclose again the appellate disposition, in the absence of a
disciplined standard of review, to pick and choose amongst factorsto reach inconsistent results.
Egbert , the famous cor set case, isthe classic example of exploiting an invention without seeking
commercial benefit. 104 U.S. at 336.
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